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"Sir 
* L33f>> / 



|r§% 1983. These two papers, filed before 
M^ri* <Jeil ;only with the printing of the 
ImKned Appendix of ten volumes said to 
IntSff^otal of 9,307 pages, 5,743 of which 
.^fea^ignated by appellee after appellants 
im-ad initially designated the balance. There is 
^^excessively : detailed dispute over how 
^^fef "the pages designated by appellee 
J£ were necessary. Appellee appears not to have 
#^ntrJbuted to the cost of printing the appen- 
^ Six^wiiich^cost, paid by appellants, is said to 
K:$av€ been $31,850.15. Federal Rule of Ap- 
^^ Bcllaie- Procedure (FRAP) 30(b) authorizes 
^^Ho impose upon a party the cost of printing 
material ^'unnecessarily*' included. FRAP 
Rule 39(a) provides that, in the absence of an 
order by the court, in the case of a reversal 
^qsffshall be taxed against the appellee." 

• Having considered the foregoing, we have a 
'clear- appreciation of the impossibility of de- 
termining, within reason, exactly what was or 
was hot necessarily included in the appendix 
W this extended and complex litigation. We 
conclude that, under all of the circumstances 
with which we have necessarily become fa- 
miliar' in deciding this case, it is fair and 
equitable that the parties share equally the 
cost of printing the Combined Appendix and 
that otherwise each party bear its own costs. 
In accordance with Rule 39(a), it is so 
ordered. 

Reversed and Remanded. 



. MiNer, Circuit Judge, concurring in part. 

Although I agree with the majority's analy- 
sis and holding on the fraud issue, it seems 
appropriate to state my conclusion that, be- 
cause of the unpredictability of propanil in 
1957, the district court erred in granting 
R&H an April 4, 1957, date of conception 
rather than a date, concurrent with a reduc- 
tion to practice, in the summer of 1957 — 
after the May 27, 1957, date of filing of 
Monsanto's. application, so that the Monsanto 
patent constitutes a 35 U.S.C. §102(e) bar to 
the R&H patent. Alpert v. Slatin, 305 F.2d 
891, 896, 134 USPQ 296, 301 (CCPA 1962). 



Court of Appeals, Federal Circuit 

W.L. Gore & Associates, Inc. 
v. Garlock, Inc. 

Nos. 83-613/614 
Decided Nov. 14, 1983 

PATENTS 

1. Court of Appeals for the Federal Cir- 

cuit — Weight given decision re- 
viewed (§26.59) 

Parties' argument relating to salutory in- 
junction of FRCivP 52(a) cannot be control- 
ling on all issues, where dispositive legal error 
occurred in interpretation and application of 
patent statute, 35 USC. 

2. Court of Appeals for the Federal Cir- 

cuit — Weight given decision re- 
viewed (§26.59) 

Findings that rest on erroneous view of law 
may be set aside on that basis. 

3. Construction of specification and claims 

— Claim defines invention (§22.30) 

Claims measure and define invention. 

4. Construction of specification and claims 

— Combination claims (§22.35) 

Infringement — Process patents (§39.65) 

Court's restriction of claimed multi-step 
process to one step constitutes error, whether 
done at behest of patentee relying on that 
restriction to establish infringement by one 
who employs only that one step in process 
otherwise distinct, or at behest of accused 
infringer relying on that restriction to estab- 
lish invalidity by showing that one step in 
prior art process otherwise distinct; invention 
must be considered as whole. 

5. Court of Appeals for the Federal Cir- 

cuit — Weight given decision re- 
- viewed (§26.59) m 

CAFC is not at liberty to substitute its own 
for district court's findings underlying district 
court's conclusion that claim is invalid. 

6. Patentability — Anticipation — Process 

(§51.225) 

It is irrelevant that those using invention 
may not have appreciated results where pat- 
ent owner's operation of device is consistent, 
reproducible use of claimed invention; were 
that alone enough to prevent anticipation, it 
would be possible to obtain patent for old and 
unchanged process. 
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7. Use and sale — Extent and character of 
use (§69.5) 
Nonsecret use of claimed process in usual 
course of producing articles for commercial 
purposes is public use. 

8.. Use and sale — Extent and character of 
use (§69.5) 
Patentees' commercialization of product 
produced by its patented process can result in 
forfeiture of patent granted them lor that 
process on application filed by them more 
Than one year later; however, their secret 
commercialization of process cannot be bar to 
patent grant on that process. 

9. Patent grant - Intent of patent laws 

(§30.15) 

Early public disclosure is linchpin of pat- 
ent system. , . ~ : 

10. Interference — Priority (§41.70) 
Law disfavors prior inventor who benefits 

from process by selling its product but sup- 
presses, conceals, or otherwise keeps process 
from public, as against later tnventor who 
promptly files patent application from which 
public will £ain disclosure of . process, . 

11 Patentability — Evidence of — In gen- 
eral (§5i:451) 
District court that in its consideration of 
prior art disregarded u n predict ability and 
unique nature of product to which claimed 
inventions relate errs. 

12. Construction s pec;ficatjon and 
claims — By prior art (§22.^0) 

District court that in its consideration of 
prior art considers claims in less than their 
entireties errs. 

13. Patentability r Evidence of - Sug- 
gestions of prior art (§5l.4b») 

District court that considers references in 
less than their entireties, i.e., in disregarding 
disclosures in references that diverge from 
and teach away from invention at hand, errs. 

14. Construction of specification and 
cJaJms — Comparison with other 
claims (§22.40) _ „ 

Claims must be considered individually 
and separately. 

15. Patentability — Anticipation — Com- 
bining ; references (§51.205) 

There must have been something present in 
teachings in references to. suggest to one 
billed in art that claimed invention before 
court would have been obvious. 



16. Patentability — Evidence of — Sug- 
gestions of prior art {$51:469) 

Fact that patentee proceeded contrary to 
accepted wisdom of; prior art is strong evi- 
dence of nonpbvioushess. : . 

17 Patentability — Tests of — Skill of art 
(§51.707) 

Imbuing one of ordinary skill in art with 
knowledge of invention in suit, when no prior 
an reference or references of record convey or 
cueeest that knowledge, is to fall victim to 
insidious effect of hindsight syndrome where- 
in that which only inventor taught is used 
against its teacher. 

18. Patentability — Invention — In gener- 
al (§51.501) 

Patentability — Tests of Skill of art 
(§51.707) 



is 



Decisionmaker must forget/what he or she 
has been taught'at 'trial about claimed inven- 
,ion and cast mind back to tjrne invention was 
made io occupy mind of one skilled in art who 
is presented only with references, and wh^^ts 
normally guided by then-accepted wisdom in 
art. ' ' .'. •„■ ■ ■ ■■■ ■ ■ \ 

19. Pleading and "fiT.^ 
Burden of proof — Validity ($53,138) ^ 

Presumption for patent grant — Patent 
Office consideration of prior art 
(§55.5) 

It is not law that presumption of validity is 
weakened greatly where Patent Office has 
failed to consider pertinent prior an; pre- 
emption has no separate evidentiary value; it 
"cautions decisionmaker against rush )0 con- 
dude invalidity; submission of additional an 
,hat is merely "pertinent" does not dispel that 
caution; however, inescapable burden of per- 
suasion on one who would prove invalidity 
remains throughout trial. 

20. Pleading and p/actic* in court* - 
Burden of proof — Validity (§53.138) 

Presumptfon from patent grant ^ Pat- 
ent Office consideration of prior art 
(§55.5) 

Burden of proving invalidity may be facili- 
tated by prior art that is more pertinent than 
that. considered by PTO. 

21 Patentability — Evidence of — In gen- 
eral (§51.451) 
District court that specifically declines to 
consider objective evidence of nonobviousness 
errs; that evidence can often serve as msur? 



■ & 
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^gaiiist^irisidi^^attractiiCm of siren 
Aitttt^w^cn^cbnffonted with ^difficult task 
.Mtfatlhg ; jjpnoiifaTi;. even ^iften brior art 
^ncc<i»ints r more in : dirccnSn of nonob- 
^ness^hart bbviou 

fctend to -reassure decisionmaker; ** ■ 



^aTeritabnitv Anticipation — In 

^tidpauoni:requires: disclosure, in single 
.$f>5H>" : reTerence of: each' element oT clairn 
^^cbnsJderatiom^T^ : 

*f§fen^a^ ^Pro- 

Patentability^ Composition "of matter 

W(j5l30).^&v:-P. -vn-:-:- r="' • ; 

.muqpaubn of inventions set forth in prod- 
| cli^s?carin pn mere'eo'n- 

v^liT&vTespectm "of products 

ijlKrrnTgnl/refuh practice of processes 

pfifclosed in i references. . r< 



|54i Patentability — -Anticipation — In- 
PP ^T^rigemelltWtest-(J51.2^1)■ - 

gjjl Accused '\infrTngcFs;'.emp| 
i^jf dominating "patent js- notVanttcipatipn of 
^invention describe^ancl claimed in improve- 
pent 



Mr Patentability —r. Anticipation — In 
^, ^neraH§51.201)^^ * ^ V 

T^tentabntty -r; 'invention Vr,Xn general 

^«lrVKereiicy^ r distinct 

KKn'cept^^- ? - ^t^rt^^-:-- \ r 

;^^Patentability ; ^ : Ey^ence of fr I* 1 S en " 



l^fcll -evidence^ beannfc Unobviousness issue, 
l^i^ifh 1 any 6th e"^ -issue ; 'rafted f 1ircdnducf of 



lyodicial pro^essi'^mirst'be consTdered* and eval- 
^^uated^'beTbrr Ireciuired legal -conclusion -is 

^JPatentaMIt^ 

;r ; v;y £Ffyi§ 5 l-dS) 5: ute - ife ? >^ J *~ ' ■ * y ' 
:^ : 'Gbjcctivc:evf3encic "bf nbn obviousness, i.e., 
^f^icia^-of Craham^ohh 'Deere Go., 148 
459, may iri'given case' be' entitled to 
£mbre weight or less, de'pehdihg^bn its nature 
A^Sntfiti^ftlatiohship'tp invention's merits; it 
|>:may -be mort pertinent, probative,- and reveal- 
1 -ing evidence available to aid in' reaching con- 
I; delusion on obvious/nonobvious issue. 

28^ Patentability — Evidence ol — Com- 
:* ^mercial success, ~ ; In general 



, . Praise greeting products claimed in patent 
from suppliers, including owner of prior an 



paten t^ o b j e'e t r v e e v i d e n c e of 

nonobviousness^-^'-f 'i--'^-- ~ ■•■ 



„-i >. 



' * * * 



29. Patentability — Composition of matter 



Claim' 1o'- new? product is not required to 

ih : crud*rcfifrar-ii^ ;; : ^ 

30. Specification — Sufficiency of dlsclo- 
Patents arc written: tb;:enable those skilled 




date, not as. of time^ of trial. 

31. Specification ^— Sufficiency of disclo- 
sure (§62.7) : f o^C : = ■ . r&zzr* ^.h ;>. 

Section 142 . requires that inventor set forth 
best mode of' pr'actrtlhg invention known to 
him at lime.applic'atiph was filed.....:. 

32. Clarms^-— Indefinite ~ Iri general 

Use of .^stretching at rate exceeding specific 
^rc^i2 'r^t', £ icc6(\d 9 \ - in ....claims - ; is : . not 
indcnhite.-vAi^i^.^. .*.-.''-, . *...-•..»-:■ 

33. Claims Specification must support 

- (§20.85)^<^^ ri: " : 

It is claimed invention for which enable- 
ment is required.~T~ — 

34. Spec^alionoSrSufficTency of disci. 

Patent is not invalid merely because sorne 
expenmentatioh . \s: needed pat eft t' if Jin valid 
only~wrien: those ^skilled in art are required to 
eng^'g^ni \iildue. experirnentatiOn to practice 
invention. -^ _ r> , ... . i nw *n 

35. ' CdnSf ruction - of ' specification; tfii'd 
r.v clii iniP^" Claim "'defines ' in verillon 

*^5^"iaWi -isi^ft- v 
.:, . .Disungmsning . what mfrmges frjpm/ what 

does nons'rofe :'"of xiafms. nbt of specification. 

36. Construction: of j specificatibri and 
claims — i^finiSg iermS (§227451 "V i 



o- 



own 



^-Patent:*dlapp1icant : "can be ."his* 

lexicogfaf^r. ; :fr^?_/::.cn- : -. 

37.- Defer^es.^Fraud (§30.05) - ,v 

Frau'd : Wusf ^c, shown by clear and eon- » 
vinclng evfdenc^t'ate of mind of 6t\t making 
representations is'nfost impo'rtanr of elements 
to be considered|"m exjsience of 

f ra u d ; "good fa i ffi.^rvH su bj ective 1 ri tent*, jwh i 1 e 
they are to be corfslcleredi should hot neces- 
sarily be made controlling; under ordinary 
circumstances, fact of misrepresentation coup- 



led with proof that party making,, it had 
knowledge of its falsity is enough to warrant 
drawing inference that there was fraudulent 
intent; where public policy demands 'complete 
and accurate disclosure it may suffice to show 
nothing more .than.jhat. misrepresentations 
were made in atmosphere of gro?vnegljgence 
as'to their truth. 

38/ Pleading and practice in courts — Is* 
sues determined — Validity and in- 
i. infringement {§53.505) 

■ Better practice ; is Tor district court to. decide 
66* validity and infringement issues, when 
both are contested at trial, enabling conduct 
of" single . appeal and disposition; of entire case 
in single appellate opinion. .^.i^v.-- 

39. Infringement Tests of — Co'mpari- 
5 son with claim (§39.803) ^ 

Infringement is decided with respect to 
each, asserted. claim as separaie.entity.. 

Particular patents — Porous Products 

- 3,953,566; Gorc'i'ProcessTor Prbducing Po- 
rous Products; holding of Invalidity of claims 
3 and 19 reversed and of claims 1 and 17 

affirmed^.-,,,, r&h*--'.:*-*'-'.tr J 
" 4,187,390, Gore, Porous Products and Pro- 
cess' Therefor, holding of invalidity reversed. 



220USPQ 

rr .Appeal from a ; judgment. : of. the -'Distna 
Court for the Northern District of Ohio hold- 
ing U.S.: . Patents 3,953,566 : ,< # 56<S> .and 
4,187,390 (!3.90) invalids We- affirm in .part, 
reverse in . part, and remand for a determina- 
tion of ihe-infringement issuer; 



*•«: ■"f'ilX ■ -. 



• Appeal from District Court -for' the North- 
ern Disirict of Ohio, Manos, Jr, 220 USPQ 
220, „ 

;: Consolidated actions by W. L. Gore & 
Abociates;"lnfc, : : against GarTock, Inc., for 
patent infringement;; in" which defendant 
counterclaims' for declaratory judgment of 
paient invalidity, noninfringement, fraudu- 
lent solicitation, and entitlement to. attorney 
fees> From judgment" for defendant, plaintiff 
appeals and defendant cross- appeals. Af- 
firmed in part, reversed in part, and remand- 
ed; Davis; Circuit 'judge, concurring in result 
in part and dissenting in part, ' with opinion. 



crt Daney'and 'Janet Dore, both of New 
«. - York, N.Y., and John S. Campbell; New- 
ark, Del., of counsel) for appellant. 

John J. Mackrewicz, Philadelphia ' Pa. (Dale 
M. Heist, Philadelphia, Pa., on the brief, 
^Bernard Ouziel, New York, N.Y., of coun- 
sel) for appellee.- ■>-<*.-'*" 

Before Markey, Chief judge, and Davis and 
. . Miller, Circuit J udg«. 

f ' Markey, Chief. Judge. . 



Backgrpurid 

; Tape of unsimered^ polytetrafluorethylene 
(PTFE) (known by the trademark TEFLON 
of E.l. du Pont de Nemours, Inc.) had been 
stretched in small increments. AV. L.Gore^ 
Associates; Inc, (Gore), assignee \M the pat- 
ents in suit, experienced a tape/breakage 
problem in-the ; operation.. of, itS;j;401." tape 
stretching machine. Dr ? Robertri.Gorc, Vice 
President of Gore, developed the Invention 
disclosed and ' claimed in the |566 and '390 
patents in the course of his effort to solve that 
problem.. The 401 ma chine;was disclosed and 
claimed in Gore's U:S. . Patent 3,664,915 
('915) and was the invention of Wilberf L. 
Gore, Df. Gore's father. PTFE- tape had 
been sold as thread seal tape, i.e., tape used to 
keep pipe joints from leaking. The '915 pat- 
ent, the application Tor 7 which was filed on 
October 3, 1969, makes no reference to 
stretch rate, at 10% per second or otherwise, 
or to matrix tensile strength in excess of 7,3t)0 

psi- ■■ • .-/i 

Dr. Gore experimented with" beating and 
stretching of highly crystalline^ PTFE rods. 
Despite slow, careful stretching; '^e' rods 
broke when stretched a relatively^ small 
amount. Conventional wisdom in the art 
taught that breakage could be avoided only by 
lowing the stretch rate or by decreasing the 
crystailinity. Innate October 1969, Dr. Gore 
discovered, contrary to that teaching, that 
stretching the rods as fast ; as. possible -enabled 
him to stretch them to more than ten times 
their original length with no breakage: Fur- 
ther, though the rod was : thus greatly length- 
ened, its diameter remained virtually un- 
changed throughput its length. The rapid 
stretching also transformed 
rods into rods of a soft, flexible material. 



Gore developed: several PTFE products by f-j 
,«pidly. stretching highly, crystalline PTEE, '$j 
including: <1) porous film for filters and lami- 
nates; (2). fabric laminates of gTFE film 
bonded to fabric to produce, a remarkable 
material having the contradictory properties 
of impermeability to liquid water and perme- 
ability to water vapor, the material being 
used to make "breathable" rainwear and fil- 
ters; (3) porous yarn for weaving and braid* 
ihg into other products, like space "suits and 
pump packing; (4) tubes used as replacements 
for human arteries and veins; and. (5). insula* 
tion for high, performance electric cables^ >, 




•a* 



Mi 



i%4Vy 21v 1970, Gore filed the patent 
©ion that resulted in the patents in suit. 
1^566 : patent has 24 claims directed to 
^fies for stretching highly crystalline, un- 
md^PTFE. The processes, inter alia, 
udeihe steps of stretching PTFE at a rate 
WtJ\Q% per second and at a temperature 
$iiri about 35? C and the crystalline melt 
wFofcPTFE. The '390 patent has 77 
ms~ directed to various products obtained 
processes of the '566 patent: 1 
ineffectively the present 

^fntTbns filled a long sought yfcf -unfilled 
.^^vTTit-Uhiied'Sta'tei-Arihy and the re- 
i*rch director of a Garlock Inc. (Garlock) 
eyiiomer had been looking for and following 
!!up.' every remote lead to a waterproof/breath- 
Sfbiie material for many years, 
tvit* rs ;v "undisjputed that the present inventions 
|fejbyed prom pi" and remarkable commercial 
*pucce"ss due to their merits and not to advertis- 
or other extraneous causes. 
* ""'iris^'uhdisputed'tnatVihe inventions provide 
most important synthetic material avail- 
rfiBle for use in vascular surgery, hundreds of 
^thousands of persons having received artificial 
pineries formed of the patented products since 
W\916{ and that the "patented products have 
!' Unique: properties useful in other medical 
^ procedures, iri communications satellites, ra- 
| 'dar'systems, and electrical applications. 
f ^ ;It'js undisputed' that the major sources of 
f tPTFE, lQTand;du Pon|, greeted thejpatented 
; rproducts.ai "magical^." *Dewi^ching, , "a re- 
" : ^marka.bie.\new material" and one. that "dif- 
fers from other processed forms of Te flpn." . 
1.1. J t is undisputed. that the patented products 
*were met with, skepticism and. disbelief by at 
!Ieast one., scientist who .had worked with 
.PTFE at du Pont for many years and who 
testified as an. expert at trial. 

It is. undisputed that Garlock first produced 
an accused product in response.; to a. custom- 
er's request for a substitute, for. the patented 
product, that Garlock advertised its accused 
product as;a "new form" of- PTFE and as "a 
versatile new material which provides new 
orders of performance /or consumer, industri- 
.aj, medical and electrical applications," and 
..that the customer describes that accused prod- 
uct as "a new dimension in rainproof/breath- 
able fabrics." 

■ "■ - Proceedings 

On Nov. 2, 1979, Gore sued Garlock for 
infringement of process claims 3 and 19 of the 
'566 patent, and sought injunctive relief, 
damages and attorney fees. Garlock counter- 
claimed on Dec. 18, 1979, for a declaratory 
judgment of patent invalidity, non-infringe- 
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ment, fraudulent solicitation, and entitlement 
to attorney fees. On Feb. 7, 1980, Gore filed a 
second suit for infringement of product claims 
14, 1S, 36, 43, 67 and 77 of the '390 patent. 
In light of a 1 stipulation, the district court 
consolidated the two suits for trial. 

Gore alleged infringement of certain claims 
by certain products: 

*566 paieni claims '390 paicni claims Garlock Product 



19 


14,43 


film 




36,77. 


laminate 


19 


18 


yarn 




67 < 


braided packing 


3 




. tape 



At trial, Garlock addressed only claims 1, 
3, 17, and 19 of the '566 patent and claims 1, 
9, 12, 14, 18, 35, 36, 43, 67 and 77 of the '390 
patent. See Appendix to this opinion. 

The district court, in a thorough memoran- 
dum accompanying its judgment, and in re- 
spect of the '566 patent: (1) found claim 1 
anticipated under 35 U.SC §102(a) by 
Gore's use of its 401 machine arid use by the 
Budd Company (Budd) of a Cropper ma- 
chine; (2) declared all claims of the patent 
invalid under 102(b) because the invention 
had been in public use and on sale more than 
one year before Gore's patent application, as 
evidenced by Budd's use of the Cropper ma- 
chine; (3) held claims 1, 3/17 and 19 invalid 
for obviousness under 35 U.S.C. §103, on the 
basis of various reference pairings: (a) Japa- 
nese patent 13560/67 (Sumitomo) with U.S. 
patent 3,214,503 (Markwood); (b) US. pat- 
ent 2,776,465 (Smith) with Markwood; or (c) 
Gore's '915 patent with Sumitomo; and (4) 
held all claims invalid as indefinite under 35 

U.S.C: §11 2." 



»35 U.S.C. §102(aia'nd (b) provide: 

A person shall be entitled to a patent unless — 

(a) the invention was known or used by others 
in this country, or patented or described in a 
printed publication in this or a foreign country, 
before the invention thereof by the applicant for 
patent, or 

(b) the invention was paiented or described in 
a printed publication in this or a foreign country 
or in public use or on sale in this country, more 
than one year prior to the date of the application 
for patent in the United States, or • * * 

35 U.S.C. §103 provides: 

A- patent may not be obtained though the 
invention is not identically disclosed or described 
as set forth wV section 102 of this title, if the 
differences between the subject matter sought to 
be patented and the prior art are such that the 
subject matter as a whole would have been obvi- 
ous at the time the invention was made to a 
person having ordinary skill in the an to which 
said subject matter pertains. Patentability shall 
not be negatived by the manner in which the 
invention was made. 
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. „ ,u e '390 patent, 

lht district couri M\iA]) d §§l02 and 

18 > 3 - 5 ' Vof Sumtomo and Smhh: and , (2) 
103 in v.ew °» ?"™'; ndefin i,e under §112. 
all claims invalid as in« £ ^ t 

^asss -aa*. * 

infringement issue. 

„ in . its holding 
Did the district court i err «n W ^ and 
of invalidity under §§102W. commM 

112; (2) I" fin ^. ,h o a r l (3) denying attorney 
fraud on ine r JU > 
fees. 

Opinion 

„j huierlv contested 
This hard fought and bn y five 
rase involved over two year- o > wilnesses 

S "or trial, >V!SwS •«* ° ver 300 
U9 live, 16 by de P°;' ° 7« ued an exhaus- 
ilhibits. The d.str.c« coun . ue ^ 
,ive 37 -page memorandum °P . he 
'of a careful, conn enuous PP rf al 

dcierminat.on of the man> 

> rial - -t m anneal consists of 2000 

The record »f" , l99 pages. In 
pages. The pan.es br els io» accuse h 
those briefs, counsel repeate y q{ h{ 

olh er of numerous and seriou 
duty or «ndor owed he ^ fin 

instances in which the fae d ,„ 

and .he record are or are a j lhe 

par. and out of »^ * s lhe brie fs as 
Usefulness and /A'™^,, has been greatly 
m eans of informing «h cour ^ f , 
diminished i i not de hlMl| >nd each 

'i^^SSS. been retired. 



35U.S.C. §112 Pr 0 "^ conlai n a wriuen de- 
The specificaiion shall coma in and 
JJtoft .he invention, «f of he ^ 
process oC making »nd --6 „• ,„ enab le any 
dear, tonc.se and. oaa t fc pe „a.ns or 

person skilled in >be art <o d 10 make 

£ U h which is most nearly co (he be Sl 

^ U$f ,h UC:d by « c tvemor o! carrymg 
mode comcmplatco oy 

out his invcm.on. conc iude whh one or 

The ^Pec.f.canon hall ^ d d.s 

tincl l y claiming ihe .« P 5<m . A claim may 
anplicani regards as hii in c ndcm form, 



its main or.«. • -rr . . bul aoos 

all but two of »5**Lgbr5ef cites 126 prior 
more. Appellant .reply J 67 ne ^ 

court opinions 34 ea ru „ ee ^ 

cited, and 25 o $ prior court opm- 
nellee's reply br el / ciled , and 6 of 

fons, V a - r '?^uS WinglT. 21 1 
,he 147 cued by appe" ^ eva luated in 

prior court op>n ons have ^ 

of the present paienw 

Standard oj Review 

occu'rrld in in.erpre.at.or ^and PP^ , 
lhe paten, statute. 35 • injunow* 

arguments relating to tne ^ comroUing 
olTed-BuleC.v^. 52W « ^ t>resl on 
on all issues. Thoug h n no b ^ aslde 
°an erroneous ^J^tX^U v. Swh* 

on .ha. ^ M 5g"R unnecessary here to 
456 U.S. 273 (1982), it >s found b y the 

set aside any P;f^ e in what would be 

district court or «o"gf? ' of th e facts, 
aninappropr.aere-eeh ^g ^ ^ 

Among the ,e .f» "Swarf below, are (1 
^^^^ 

4) an inherent .^^(5) that 
l0 3 was 'nappropr* ei) ' ^ a „ributed 
wh ich only the ^""J, SItps in pnor 

" ,he pri ° r ^Lltne with materials distinct 
an processes dealing wnn invenl ,ons 
?rom those with which he pre- ^ _ n (h 

ZSSrS^USA of 1112 wer- 
misconstrued. h c f ,he dis- 

Because h permeated so m |lv 

lric , cour.'s analyses, J^.^onsideranon »■ 
[requen . restric'ion of .u h h , 

10% per second rate t» Th.>. 
alled P .he "thrust of Carlo.* - 

approach is repea ed ihw»g ^ .., hrus , „, 
briefs, which re/er r epe a, e. n y em . ve copce ,„. 

lhe invention, to tn (heir exlra nro.. 
and to the claims shorn ,,„ 

limitations; Th« law fn „ da s . „ 
"thrust," "concept, am* nls , 

t I^S^SSStf from those 
JfSS and in suit. 
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2 20 USPQ . 

ISTT^TdT Core emphasized 
rapid stretching . fa • examp e as - ^ 
amount of stretch and other p , icalion 
lions, during prosecuu. n of ihe PP^ ^ 
for ihe '566 pa.eni Ye i rt « . 
measure and define the »n«""° Top Rep | a «- 
facturing Co. v. Converi.Me *J^ S p§ 354 
men. Co., 365 U.S. 336, 339, U» f 2d * 346 , 

^ 6 Vi6 B uTp e ai n 06.40 9 U fe C. .067). 

(4) Each clawed invention must becons.d- 
ered as a whole. 35 U.b J spQ 698 , 700 

^ r-^'lOsT) Waning obviousness 
(Fed. C.r 983) n o b , e or prole aed 

|here » "« e S?' V '« * , (>f lhe invention, 
•essennal g'Si. or , f resirituon „f 

Aro, 365 U..S. ai '] one slep con- 

a claimed ™'\ s f £ P^n" a .he behest of a 
s,i.u.es err«r,whe.her d .ne a ^ ^ 

paien.ee relying or. that res ^ 

fish infringement hy on « ^.p ..^.^ 

,ha. one step in a f process ' . f . rely . 
or a. .he behes. of an accuse ^ validitv 

ing on .ha. restriction . estab ^ ^ 
bv showing >ha. one s.c H 
process otherwise d.s.inct. 

(J) Invalidity 
(a) '566 Pi'lent 
ti) §102(o) »nd The 401 Machine 



j- ,~A ,hat .he district court held 
I, is ^ n, fP u f l i l ^ 6 6 Patent to have been 
only claim 1 of the 566 P operalion of the 
anticipated under h bef()re D r. 

the 401 machine. 

ior,0 Gore offered .o sell .o 

,n A T S .' romoanv E*P°«> »«* " ,0 be 
EXP ; " I'le 401 machine P Tape made on 
made <>n ihe ^ui »■ . Export on 

*« ?' Srtffi W Tt S B judge found .he 
Ociober 24, 1 ' » ' al eas , a t 
rolls on .he 401 machm' *ere ^ 
some point m i me ? e ™ ' d lhal , h e 
spaced less .han four f« l »^ n " n raling ,hat 

mach.ne ad .m...ediy <>P opera ii on in .he 
,he description of machine H 
<915 paten,) must j. ave be engr ea^ ^ 

"Tat TefUm 6? a highly crystalline 
mony thai Tell. n o . se h was , hc 

form of Teflon, was use ^ 

siand ard ^"'"^^rature above 35'C. 
was stretched at a h d fal | s , 0 

Thus it cannot be said thai the . ^ ^ 
support ihe district coui 



limitations of claim 1 weremei <J Core' 1 
■ « ihi» 401 machine belore ur. 
8S ' a«e e "late October .969" date o 
fnv n ion Though he was working with .he 

^ff^r^T^C-of the 
ev d nS P V.n" - certain ."adequacies as 
n t tfng a failure to meet the ^ require clea 

^c"dTn,°:hen a, a plicable, applied a prepon- 

da?d n res ^ therefore appl on .his appeaf 
Gore d«es not, however, pom. .0 any b.s.s on 
wh ch the district court's find.ngs mwi be 
V hJd .0 have been clearly erroneous under h 
dear and convinc.ng standard. \ Ve ar«j n 

elusion thai claim I is invalid. 

JS .hu; e beTe^d° n as°a S^n, repr,, 
T "wl use of Dr. Core's invenuon as se. 
S h b in claim V and it is therefore irre evam 
£ those using .he inven.Km ^ay «« . hg* 
appreciated the results. General tieur 
v jewel Incandescent Lamp Co . 326 u^s 
oa? 248 67 USPQ 155, 157 o8 (\>P>- 
We« that alone enough .0 prevent anucipa- 
Sn it would be possible .0 obj«n F 
for an old and "^hanged pr- ea. A" 

S3-ui W (189 2 ); see, H . K . %ar * 

1 « \cnii &. Williams, Inc., 63 h.ia 
229 S 231 17 USPQ 81 • 83-(2d Cir. 1933). 

2 ?71 1 The nonsecret use of a claimed process 
JS* usual course of producing ^ 

^0 41 USPQ 155 161 (1939), and .here was 
£ ^id^nce^hat any difTerent proces > * « 
used to produce the articles ^nipn 
Export. . h district 

by Gore's operation of the 401 maeni 
fore Dr. Gore's assened date ot 

ln Tn 'view of our affirmance of the judgment 
late October 
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r (H) §102 (b) and the Cropper Machine 

In 1966 John W. Cropper (Cropper) of 
NVw Zealand developed and constructed a 
machine for producing stretched and un- 
Mreiched PTFE thread seal tape. In 1967, 
Cropper sent a letter 10 a company m Massa- 
chusetts, offering, to sell his machine, descnb- 
ine its operation, and enclosmg a photo. 
Nothing came of that letter. There is no 
evidencl and no finding that the present in- 
ventions thereby became known or used m 
this country. 

In 1 968, Cropper sold his machine to 
Budd, which" at some point thereafter used it 
K, produce and sell PTFE thread seal tape 
The sales agreement between Cropper ana 
Budd provided: 

Article -e" - protection of 

TRADE SECRETS Eic. 
7 BUDD agrees that while this agreement 
is in force it will not reproduce any copies 
of the said apparatus without the express 
writ.en permission of Cropper nor will it 
divulge to any person or persons other than 
i, s own employees or employees of US aftili- 
aied corporations any of the said known- 
how or any details whatsoever relating to 
lhe apparatus. 

2 BUDD agrees to take all proper steps to 
ensure that its employees observe the terms 
of Articie,"E". 1 and further agrees that 
whenever- ii is proper to do so it will take 
Itcal action .in. a Court of .competent juris- 
diction to enforce any one or more of the 
legal or equitable remedies available to a 
trade secret plaintiff.. 
Budd told its employees the Cropper machine 
«as confidential and required them to sign 
confidentiality agreements Budd otherwise 
ueated the Cropper machine like us other 
manufacturing equipment. 

A former Budd employee said Budd made 
no effort to keep the secret.. That Budd did 
not keep the machine hidden from employee 
legally bound to keep their knowledge confi- 
dential does not evidence a failure to maintain 
the secret. Similarly; that du Pont employees 
were shown the machine to see if they could 
help increase its speed does not itself establish 
a breach of the secrecy agreement. 1 here is 
no evidence of when that viewing ocrurred 
There is no evidence that a viewer of the 
machine could thereby leam_ anything ; of 
which process, among all possible processes 
the machine is being used to practice. As 
Cropper testified, looking at the machine in 
operation does not reveal whether it w 
stretching, and if so, at what speed Nor does 
lookine disclose whether the crvs.all.n.ty and 
temperature elements of the invention set 



forth in the claims are involved. There « no 
evidence that Budd's secret use of the Crop- 
per machine made knowledge of the claimed 
process accessible to the public. 

The district court field air claims of the 
•566 patent invalid under 102(b), supra note 
3 because "the invention" was "in public use 
land] on sale" by Budd more .than one year 
before Gore's application for patent. Beyond 
a failure to consider each of the claims inde- 
pendemly, 35 U.S.C. §282rAl.oona Pubhx 
theatres Inc. v. American TivErgon Corp., 
X US 477, 487, 24 USPQ 308.^9350, and 
a failure of proof that the claimed inventions 
as a whole were praaiced by Budd before the 
critical May 21, 1969 date, it was error to 
hold that Budd's activity with the Cropper 
machine, as above indicated, was a public 
use of the processes claimed in the 566 pat- 
ent, that activity having been secret, not 
public. 1 ' * 

Assuming, arguendo, that Budd sold tape | 
produced on ihe Cropper machine before Oc- ,4 
Tober 1 969, and that that tape - as made : by a , 
nroces« <et iorih in a claim of the== 566 patent, | 
fhe ^sue under §1 02(b) Is whether that sale f 
would defeat Dr. Gore's right to a patent on : ; 
the process inventions set forth in the claims. 

181 If Budd offered and sold anything, it ; 
was only tape, not whaievcr process was used ; 
in producing it. Neither party contends, and 
there was no evidence, that the public could 
learn the claimed process by examining the 
tape. If Budd and Cropper commercialized 
the tape, that could result in a forfeiture of a 
patent eranted them for their process on an 
application filed by them more than a year 
later. D.L. Auld Co. v. Chroma Graphics 
Corp.. No. 83-585, slip op at 5-6 (Fed. Cir. 
Aug 15, 1983); See .Meial.zing Engineering 
Co 8 v. Kenyon Bearing & Auto Pans Co 
153 F.2d 516, 68 USPQ 54 (2d Cm 1946). 
There is no reason or statutory basis, howev- 
er, on which Budd's and Cropper i i secret 
commercialization of a process, ,f established 
could be held a bar to the grant of a patent to 
Gore on that process. 

19 101 Early public disclosure is a linchpin 
of the patent system. As between a prior v 
inventor who benefits from a process by sell- 
ing its product but suppresses X'Sfhltt 
otherwise keeps the process from the public, 
and a later inventor who promptly- files a 
paten, application from which the public wrf) 
£ain a disclosure of the : procewv tl« law fa*^ ; 
The latter. See Horwathv. Lee, 564 F.2d 948, 
195 USPQ 701 (CCPA 1977). The district; 
court therefore erred as a matter of law n> 
applving the statute and in its determination 
that Budd's secret use of the Cropper, ma- 
chine and sale of tape rendered all process 
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claims of ihe,-566,p a .en, invalid .under 
§ 102(b). 



WL Co reb_ Msodat^Mc^ Carlockj nc^ 
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the •5M^«^SK^ issue under 
that analysis of The obv ous and 

SlOS-regulres .^rmmayon o ( ^ 

?6ntenf jHher pnor an, the ^ ..^ 

tween the prior art and me perl inent 

art Graham v.'Jphn Deere ^o-. 

IT V48 USPQ 459/467 <1%6). 

1^12 13V In its consideration of the pno 
111,!** 1 -?! *» • . - rt C rred in not 

artVh?*^*? • S C ^ 0 °n of .he markea- 

laWnil^^^J'TOE from that of 
ly different U^r of Pi t 

conventional; -thermoplastic p 

Whiton,. .42^/^ VgZ. " daims ?n less 
(CCPA 1970); jn consdenng c 

cpns.der.nt.tte refc . "g d; dis closures, n 

been" determined if is u nn . , 

••SM^fefi;; Sd not proper.y^ve 

^Mf? ftm nd thus incorpo- 
:i 6aim .% teg »«• a a "v.e of stretch^ 

^ clim 17 also depends from 

1007o-perjeconu : . , moun t of stretch of 

:■ cU^^^^Srf^iu Claim,l9 
aboMt tw.ee : ^e ongma &. 

depends, Jro^ ; cU.m > five K lim « the 
amount:, qU,stretcn oi « „ , 

■ori6i|);», = - o TiuenoI i; Volume 

^ M 5ffi , ?iS52i ° f Polymer. Science 
13 of- me b f „g70V the Sumitomo; pat- 
and,T^nology OJTO^ £siab , ish 

ent, •ni^^« r «J .conventional thermo- 
..tyM^^-SSpplicable to PTFE.' 

^-.Articles oy 1-^5 \;: ern plastic Properties of 

: ^ffnS^^M««ri* P 4 High 
High Polymeric Mbrou RobfnSOn a nd 



tMMV teach that conventional plastics and 
(1.965), teacn in slrelch ed further if 

s.ntered PTFt can oe^ rf , raled a t 
stretched slowly. Dr. Oo ^ ^ an 

enethened rod of soft, flexible material.- 
ffe"566 patent, contains an example jrf 

length without hea.tng U to above its cr^at 
L 6 meh-temperature a ^ 
Gore and as set forth in the claims. 
; Sumitomo .eaches that there is a lengtn 
limit to stretching unentered ^FE.iirfdoe- 
not surest what that limit might be. Mara 
JhTT* oatent 3 208.100 to Nash (Nash), 
W °? Vis oaCt 2 8'3.42V to Scarlett (Scar- 
and U.S. patent -;,o ^ ermop lastics can 

and a te ^ teach reduction, elimination, or 
and also before stretching, 

avoidance ot cr\staiimii, 
, The disclosure in the Smith and 91b p 
.„.« that a PTFE article may be stretcneo to 
as much as four times its length encompasse 
«eo of stretchine to twice us length set 
forth In im 17 and establishes that such 
■step would have been oj'ous. . ^ ^ 

114) Claims 3 and 19 must dc 
rndividually and separa. J- ^.^j^, 

? r p^¥rFE cduld be stretched at * rate of 

the contrary, the art as a wnu« ^ . ^ ... 
01 K concluding that ' obviousness was 

ti0 " ^BcMzrSfwS 956"7,130 

(C ?h P e A 3s pai.ine of Sumitomo and 
^Swo^ disregarded as^^-^ 

^nventional pto'^.P^ffl f. 

Si? 4l0 rt F r "d 164 a USPQ at 457 

supra, ^ r Q f example, th 
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lene.h of stretch teaching. In evaluating claim 
3 .he court recognized •hat Sumitomo made 
no mention of ra.e of stretch. Looking to 
Markwood .0 supply »ha. -eaching disregard- 
ed not only .he conventional p asucs-un in- 
ured "fE distinction hut also .he clear 
divVreence of Markwood's teaching that crys- 
f mn!,y must be reduced or avo ed fro* . he 
presence of "highly crystalline in all cla.ms 

of the '566 patent. 

Similarly, and for many of .he same rea- 
sons, the pairing of Markwood s and Smnh s 
teachings was an inappropriate basis for con- 
elding that .he processes set for.h , .n a ms 3 
and 19 would have been obvious. As above 
indica.ed, Markwood's rapid stretching of 
conventional plas.ic polypropylene with re- 
duced crys.allinity would no. suggest rapid 
stretching of highly crystalline PTFE .n ligh^ 
of teachings in the an thai PTFE should be 
arnched slowly. The Smith paten. ,S owned 
by7u Pont, where Dr. Gores process inven- 
,ion was considered .0 have produced a re- 
markable new material." .Thai 
is not surprising, for Smith, though dealing 
with PTFE, says no. a word about any rate 

of streich. , . l 

LaMlv the pairing of Sumitomo and the 
•915 p Ten. supers from the same shor.com. 
ines The pairing resulted from a hypo.he..- 
caf e. forth in Garlock's P cst trial brief and 
was based on no .estimony or «h«. ^evidence 
in the record. In respect to claim 3, neither 
reference mentions rate of stretch or luggfli 
its importance. In respec. of 1 claim 19 both 
references point awav from the claimed in- 
ven.ion in P their limited length-of-streich 
irachines The '915 patent stales: the OS 
^expanded nJrial I could be expanded 
a <ccond time (or an additional 65 percent 
expansion or a total length increase ratio o 
1 2 72 lless than three times .he original 
ength). However, great care was necessary ,0 
obtiin a uniformly expanded mater a 1 at 
,he«e very grea. expansion ratios. Thus the 
•5l5 P a?en. suggests thai the a mount of 
stretch of 500% se. forth ,n claim 19 (more 
than five times the original length) is not 

P °As indica.ed, Sumitomo and Smith are to- 
tally silen. respecting .he rate of s.re.ch, and 
there is simply no teaching in the art ha 
would surest .0 one of ordinary skill that 
N4arkwood i s fas. stretching of other therrr.0- 

p^of^^ 

Cltomo or Smifh. Indeed, Smith no, only 
savs nothing abou. rate of stretch, us pre 
e7red teaching is away from other elemen. 
of the inventions se. forth in cla.ms 3 and 1 
Smith discloses thai si retching should be done 
after the PTFE is heated above i.s crystalline 
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melting point and wi.h decreased crys.allin- 
iiv Smith leaches: ... 
Y Below about 300'C it is not poss.ble .0 
draw more than about 4X Inmes] and 
while such draw ratios can be attained 
around 300°C and below .he polymer s 
c yTtalline melting point with resu .an, ori- 
entation and improved properues .1 is pre- 
ferred .0 use temperatures a, or above .he 
polymer's crystalline melting point. (Em- 

P Na?-ea d che d s that .he film should be plasti- 
cized i e made more viscous, before stre.ch- 
ng. Contrary .0 -ha, teaching, Dr. Gore did 
no* reduce crys.allinity before .{.creasing he 
rate of wretch, but maintained the unsintereo 
PTFE "highlV crystalline" wh le stretching 
a. a 100% per second rate and 0 mor than 
five times, as se. for.h respectively in cla.ms 3 

""ho? On -he entire record and in view of all 
the references, each in its entirety, «t is clear 
La person of ordinary skill confronted 
whh a PTFE tape breakage problem would 
have either slowed the ra.e of s.re.ch.ng or 
increased -he temperature «« > decrease «h 
crvs.allini.v. Dr. Gore d.d ne.iher. He pro 
ce'eded conirary .0 .he accep.ed "l 500 ™* the 
nrior ar. bv dramatically increasing the ra.e 
IZ K . 'of s.re.ch and retaining crystall.n- 
■ . That fact is strong evidence ol ^ob- 
viousness. United States v. Adams, 383 

39 HatS learned the details of Dr. Gore's 
invention, the district court found « w»hm 
,he skill of .he art .0 s.re.ch other _ma er a 
raDidlv (Markwood); .0 s.reich PTFE .0 in- 
re P a<e porosity (Sumitomo); and .0 stretch a 
high emperatures (Smi.h). The resul. is that 
,hl claims were used as a frame, an ,nd v d- 
ual. naked parts of separate prior an re «- 
ence« were employed as a mosaic .0 recreate a 
a n csimile of theclaimed invention. A. no point 
did the district court, nor does Garlock, ex 
n lain whv that mosaic would have been obvi- 
ous "0 one skilled in the art in 1969, or wha 
°here was in the prior art that would have 
caused those skilled in the art .0 d.sregard the 
eachines there found against making just 
luch a mosaic On the contrary, ,he references 
'and the uncontested testimony, as above ind - 
cated established .ha. PTFE Usui generis It 
" not surprising, therefore, .hat, unlike the 
iiuaiion in sfra.oflex Inc.. v. A"oq«'p 
Tom 218 USPQ 871 (Fed. Cir. 1983), there 
wa P 'n .esLony and no finding .ha. one 
billed in the art would transfer conventional 
-.nermoplastic processes .0 those for uns.n- 
tered PTFE, or would have been able .0 
predic. wha. would happen .f .hey d.d 

1171 To imbue one of ordinary skill in the 
ar with knowledge of .he invention in suit, 
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— — ~ — . r-f^rcncc or references of 

ia ugh, ai .n.l abou i .he da med 
and cas. «he mmd ba ck .0 .h |o 
lion was made (oficn as here ^ ^ 

° CCU J^med ol wi h «lle references, and 
is presenieo omy ihen-accepied 
who is normally 8"'^"^ ' , u een here done 
wisdom in .he art Had .ha. been ne 

,,oi Frmr in visualizing me ouroc « 
119J brror in o mribo , e< j l0 

proof on obviousness may have 
The court's apphoaunn here »l m P 
Adoj»ing >he phrase from e r is 
the coun said .he P« sunl P > ofl - has 
weakened grea.ly where « he ^ le ^V.' Thal is 

failed .o consider P"» n£ "; P" 0 /^ nt n lh is 
. not .he law of established preceden| 

coun. SS1H U«'K« BI ^ f A - ,983): Solder 
L-SPQ 678. 68 7 (Fed. ^628.633. 199 

JgpQ » 3 n.' 9 8 (CCPA 1978). The 
Xjbr^l if*, ■ J t -narate ev denuary val- 
presumption has no ^«« m e aker agamsl a 
ue . l, cautions the deu^o of 

rush to conclude . ,nva ''°.Ju |inenl " does 
additional an .ha. « mere genm ^ ima 
not dispel that caution, u d 
ine a paten, law Mil : i»« * a .. j. 
infringer i; tuna .If !» »™ ^ P rsua . 

ever, remains throughout .he .rial. :>:> «J 
§2 Sl The burden of proving invalidity may 

Rf "SVn n,hTr ?eVren«s referred to as no. 

lhC -7 °;h ««« merely cumulative, disclosing 
considered we e merely , ha , were 

nothing """disclosed m The Canadian court- 
considered by the Y « u i •« pTQ 
.erpart of Nash co« '^ed by • 
The r«'V'an. disclosure^ 3 544.671 and Par- 
pear in Sand.ford Patem 3£ • idered by 

,he e °PTO ' Tn« San Author's Cer.if.ca.e 
240,997, assuming s status as pr & ^ 

'^S^^-i^bS. .he 
diJS. Sun erred in specifically declining to 



•j.r •kr nhiective evidence of nonobvious- 
cons.der he objective e gg g% 21? 

U^PQ 1 7 Fed Cir. 1983). That evidence 
„„ often serve as insurance aga.ns. ,he ,n,,d- 
inus attraction of the siren hindsight when 
confront wi.h a difficult .ask of evaluating 
prior art. Though the prior an evidence 
here pointed more in the direction of nonob- 
M\£ss than obviousness, the objenive ^e 
dence may tend, as it did in Sernaker, supra, 
,o reassure the decisionmaker. 

In sum, the district court erred as a matte 
of law on .his record in concluding that Gar- 
?ock had met its burden ol ^proving that he 
inventions of claims 3 and 19 of the .00 
patent would have been obvious. 

(b) '390 patent 
(i) §102 

The district court found product claims 1, 
0 2 14 18 and 43 inherently am.cpa.ed 
because it found that the microstruc.ure o 
'nodes interconnected by fibrils is an inherent 
characteristic 0 P«^«™J % EeSTn 

strength PTFE products are inherent in the 

^e q V"ed ly .he claims found to have been 
anticipated by Sumitomo. 

22] An.icipa.ion requires the disclosure ,n 
a sinele prior art reference of each element of 

298 P 301 adopS, 149 USPQ 640 (Ct. CIL 
1M6 Neithe? Smith nor Sumitomo d.sclose 
an invention set forth in any claim of the 390 

Pa The incongruity in findings that the differ- 
en. processes of Smith and Sumitomo each 
[nhe P em1y produced identical products .s 

" Carta* a..emp.ed with expert testimony 
.o^corne .he prior art shor—gs as 
proof of aniicipauon. Gore reDU " eo . 
own expert testimony. 1. is " n . n "« sa ^' d ;°r r - 
ever, to resolve apparent »n h» n.he d«« 
gent testimony, much n not an ui 
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, r m.rp unsupported assertion. No 

' hf n Tr,e< P «e .s in which the Smith and 
inter par.es u >n conducled are o( 
Sumnorno processes er $ ^ 

T'rfin evidete and .here was, of course, 
£S** . if anTsoch eviden.iary produos. 

E ?p£KX "Snd" of Gore. 

.231 Given .he unique nature of 
ptff we are not persuaded .hat .he eriect 

predicated on «'*«S , S 1 ,, 35rf«, , l, 
charac.er.sucs o J>™ u ™ \ n * tt disclosed in 
from .he prac ice o pr oce .e 

X'SuSPQ 29529c CCPA 1973). 1. is clear 
ha, Vh'e things of neither Smith . no. ^Sum, 
,omo place .he products ; claimed in .he .90 
patent in possession of the public. 

The teachings of Smith and Sumitomo are 
,«,rrfn;ablv vaeue concerning cnaracttn. 

P. : r act j« confirmed by .he 

reifcuon. 1 nat taci i- i« , f fer- 
plo's having fully considered .hose 
ences and by its having issued the .90 patent 
over thtm. 

1241 Garlock's assertion .ha. it employs a 

oroce < covered by .he Smi.h patent, if true,* 

frrclevam. The "390 paten, was allowed o er 

Cmi,h as a reference. Assuming Smi.h is a 
."imiin as a it" 11 , , . ;< ,. ear 

to e" o abominating pa.cn. does no, ten- 
Ser ha, employment an anticipation of an 
invention described and claimed » » »* 



g ine jvu p 

ScipaT/b *S 9 m«l 2 orVha, claims.l, 9 12. 
14 , 35, 36, 43, 67, and 77 are ant.cpa.ed by 
Sumi.omo. 



(»i) §103 

|<?S1 The -cope and con.ent of the prior an 
25J inc -'■VF discussed above in 

and level of "*™vj£> ^ be the same 

t n -L been found inherent in the processes 
having been toumi feeen 

• jiffprpnfpc between omitn s ais- 

d , id reC 1„r,he1nlen ions set forth in claims 

C 7\ 2 °i 18. a* i 43, i.e., the absence from 

'mi'th of a d scription of the products . of 

I K'« orocess as porous and the absence 
Smith s process as yu ^ ducls 

,M ?ffiS SSfaSS." between Sumitomo's 

claims 1, 9, 1^ < ' Sumilomo 0 f a 

SSSSff o S^tSTensile strengths 
q r S. nrnducis of Sumitomo's process. The 
°d . Si ' coort also discussed differences be- 
r,he deoendent claims and the prior an. 
S w cSc -ha. the independent 
i •«« of the *390 paien, are patentable, over 
S an oi reco'd, w< need no, discuss the 

d, SSl HavinHetcrntined that the invention 
,J have been obvious in view of the pro- 
^ofe. her Smith or Sumi.omo, .he district 
« HM not discuss the strong showing of 
r ^,ive evidence of nonobviousness here pre- 
2, aving with respect to one par, of such 
evidence "no amount 0 r commercal success 
it " That approach was error. All 
"Vnee bearing on the issue of obviousness, 
rs'i iXany o h 8 er issue raised in the conduct 

^A^^, 218 USPQ a, 

8? ?271 The objective evidence of nonobvious- 
neis i e the "indicia" of Graham, supra, 
may in a given case be entitled to more : we,«h 
or [ess depending on its nature and its rela 
A "the -"its of the mvention max 
be the most pertinent, P'ob^f; a ™ ;l 

foSln claims 36 and 77, satisfied a long-.-.- 
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* tor . ™,eH.I .S^r^ffl 

,.„ m naies fi»ed < hal n " a les from 2Cr o 10 
lls , in their annual doltor »< ^ 
vven million in the lirsi . 

' (' ore's'pTFE lubes for replacement of hu- 
( .ore snr^ 1 . satisfied a long- 

.„„„ arteries i an veins £s(ab . 
,,.„ need. The uncnmraduie ^ 

lh , al .9°; e n S e / d T n „rbe pre-cloued with 
" Uh0U - ^ hlood are chemically inert, and, 
I'^P/b^thaWe a eVss likely to cause an 
T;7 m Sm The value and un queness trf 

f0U | WSn" n?h- Sen^d stS 
;S ofn e "lide^ln , a he record, reflect the 

as aibLu-i H -n ars ar e attributable 10 
,,cr sixty ™»"^ c a lai mcd in the '390 
.he merits of the products l 

'r ent - Tnd 5 th h e e ob°v ^fuf commercial 

t |„,se products and ine o h d 

?olKa, he d. imed 

° f sm 'SJE 1 ? oXary" slif " 
:ran^.-fme°the c.aimed inventions 

TSnXf-rf-* indicated the praise which 
:Tof 0 tt Smith pment. is further objective 

minimum matrix tensiic 5 
•vrhkal" is without merit. A claim to a new 
critical iswi rcqu ircd to include 

product is not lega ny . 44 , p 2 d 

; „ion of ingredients or ranges 
m ior art teachings, but to new yv 
1 j „r r^riirular characteristics. 
,,,-oducts of P«? , ™ ,ar / n of lhe difficulty of 
|„ sum, and in view o ^ 

» various processing 

'"l d '- 1 ,1 ,he vagueness of Smith and Sumi- 
icchniques, the^ »B« n ^ lduclI produced by 
,„ mo concerning the P oou w 

'^r^^and ,h commercial success 



not have been obvious to those skilled jn the 
art at the time those inventions were made. 



(c) §112 and lhe f 566 and '390 patents 

The pa.ents in suit resulted from a single 
aoolication and thus have substantially den- 
7cl pecificaiions. The holding of invalid, y 
on the basis of §112 is common to both 

Pa The S 'disiria court found that the patents 
did not disclose sufficient information 10 en- 
able a person of ordinary skill in the art to 
make and use the invention, as required by 
§112, firs, paragraph, and that cenam claim 
laneuaee was indenniie, presumably in light 
of §112, second paragraph, because: (1) there 
was no definition in the spec.ficauon of 
"m eich rate." different formulae for compui- 

EST it the'sScifcLn to calculate the 

and (4) the phrase "specific gravity or .he 
solid polymer" is indefinite. _ 

[301 The findings rest on a m.s.n.erpreta- 
• ion of 6112, its function and purpose, lhe 
district cou n considered whether certain 
fe rns would have been enabling to the public 
and looked to formula developments and pub- 
Hcations occurring well after Dr. Core s filing 
date in reaching its cone us.ons under ^§112. 
Pa.ents however, are written to enable those 
TS in the art «« practice the tnven.ton no 

F 2d 1291 1296, 190 USPQ 536, 541 
(CCPA 1976). There was no evidence and no 
finding hat those skilled in the art would 
nave Pound the specification .non-enabl.ng or 
,he claim language indefinite on May - 21. 
1970, when the application which resulted I in 
• n f Or Gores patents was filed, 

issuance ol ut. w" f j;« r in court 
Indeed, the expert quoted by the d.s tr.ct court 
and whose testimony was primarily relied 
ujon respecting formulae, was still in school 

" Kerfis' unconiradiced evidence, in the 
record that at the time the application was 
filed "stretch rate" meant to , .hot* .sJiMed in 
The art the percent of stretch divided by the 
te of stretching, and that the auer was 
measurable, for example w.ih 
Concern for .he absence from the *P ecinca 
Sn of a formula for calcula.ing s.re.ch ra.e s 
hereTore misplaced, and the ^™%J™ 
development of varying formulae, mcluuing 
& Gore's later addition of ^T^M 
corresponding Japanese patent, is irrelevant. 
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|31] Section 112 requires .hat the inventor 
set forth the best mode of practicing the 
invention known to him at the time the appli- 
cation was filed. Calculating stretch rate at 
[hat time was accomplished by actually Mrtea- 
«urine the time required to stretch the Yltb 
Serial. That was the only ™te 
by the inventor, and n worked. The record 
establishes that calculation by that mode 
would have been employed by those of o di- 
nary skill in the art at the time the appl.ca- 
S was filed. As indicated, Dr. Gore i d* 
closure must be examined lor &i u 
compHance in light of -knowledge ^extant » 
the art on his application filing ««e. 

1321 The district court, though discussing 
enablement, spoke also of indefin.teness of 
"stretch rate," a matter having to do v. itn 
§ 12, second paragraph, and relevant in as- 
sessment of infringement. The use of 
"stretching *" at a rate exceeding about 
,0% pe second" in the claims is no, .ndefi- 
ni, : Infrineement is dearly assessable 
"hroueh use of a stopwatch. No witness said 
5a could no. be done. As above indicated, 
subsequently developed and therefore trrele- 
vant formulae cannot be used to render non- 
enabline or indefinite that which was en- 
abling a 6 nd definite a, the time the application 

was filed- , . ..re,.- 

133] Similarly, absence from the specifica- 
tion of a method for calculating the minimum 
rate of ore.ch above 35' C does not render the 
pecifica. on non-enabling. The specification 
^closes -ha. "|.]he lower limit of expansuin 
rates interact with temperature in » ^ough^ 
loearithmic fashion, betng much higher at 
hilhe .empera.ures." Calculation of mint- 
SX stre.cn ra.e above 35«C is nowhere m 
,he claims, and it is .he claimed tnvent.on for 
which enablement is requ.red. The da.nw 
require stretching a. a ra.e greater than 10* 
per second at .empera.ures between 3b C 
£d ".ne crvs.alline melt point of ""sintered 
PTFE That the minimum ra.e of stretch 
may increase with temperature does not ren- 

non-enabling Dr. Gore's 
nar.icularly in .he absence of convincing evi- 
Elauhcse skilled in the an _ would have 
found it non-enabling at the time the applica- 

tion was filed. , . . 

1341 The district court invalidated both 
pa ems for indefini.eness because ^of its view 
That <omt "trial and error" would be needed 
^.ermine .he "lower limits" of stretch rate 
above 10% per second at various temperatures 
above 35'C That was error. Assuming some 
experimentation were needed, a patent is no. 
Bo because of a need for exper.mentauon. 
Minerals Separaiion, Ltd. v. Hyde, 242 
261 " 2 0-71 (1916). A pa.ent is invalid only 
when those skilled in the an are requ.red to 



eneage in undue expe rimentation to practice 
invention. In re Angstadt, 537 F.2d 4V8, 
503-04 190 OJSPQ 214, 218 (CCPA 1976). 
There was no evidence and the court made no 
finding that undue experimentation was 

r<< l35] e Moreover, the finding here rested on 
ronfu'ion of the role of the specification with 
£ o the claims. The coun found that the 
.aerification's failure to state the lower limit 
ITSSh rate (albeit above 10% per second 
a, each degree of temperature above 35 C (a 
rLuirement for at least hundreds of entries in 
he perifica ion) did not "distinguish pro- 
ce^efperformed above the Mower limit 'from 
^'"performed below the Mower l.m.t'. The 
claims of the '390 patent say nothing of 
prTe ses and lower limits. Distinguishing 
wh , infringes from what doesn't ,. . .he ro e 
of the claims, not of the spectficatton. It is 
dear ihat the specification is enabling In re 
S,orr« supra, and that the claims or both 
paTents areVecise wUhin the requ.rements of 
[he law. In re Moore, 439 F.2d 1232, 10; 
U<:pQ 236 (CCPA 1971). 

1361 The finding that "matrix .ens.le 
crtno.h" is indefinite, like the other findings 
"Jnder 6112. appears to rest on a confusion 
concernine he roles of the claims and the 
perificaiion. While finding "matrix .ensile 
i ren^.h" in -he claims indefinite, 

coun »< lhf * amt ,imc rfa >S n,zrA ,hal 
nec fica.ion itself disclosed how to compute 
m P a ,x ensile strength, in statir* "to compute 
matrix -ensile sireng.h of a porous specimen 
^ divides .he maximum force required I , 
hreak .he -ample by .he cross se<-t.onal I area . I 
Se porous sample! and then mul.ipl.es .his 
ouanii.y bv .he ratio of the specific grav.v of 
r solid polymer divided by the 
i,v of .he P'lnuis specimen. Fur.ner. >ne 
Ipecifica.ion provided the actual matrix ten- 
cfle Mrene.h in several examples. It is well 
'settled thai a pa.en. applicant may be his own 
lexicoerapher. In light of the disclosure of its 

calculation in the ^f'« l ^,h"V'ei^e 
aeree that "matrix .ensile strength is either 

indefinite or non-enabling. 

Nor does absence from the spec.fica.ion oT 
a defini.ion for "specific gravity of the sol d 
polvmer," a par, of the computation of matrix 

Tensile strength, render '"*V" mP TT in- 
definite It is undisputed thai in the many 
»mples in .he application the spcc.fic grav- 
ity values used for unsintered and sintered 
PTFE were 2.3 and 2.2, respectively. There 
was no .estimony that those values were :n« 
known ,o persons of ordinary skill in the an 
or could not be calculated or measured. There 
™ simplv no suppon for the conclusion that 
".Kcinc gravity oT the solid polvmer' is in- 
/fi o tha/absence of its definition ren- 
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•mi USPQ 

Wnihetm, 541 r.-u 

, ( r.PA 1976). r.rlock has Tailed to 

We conclude that Garlock nu ^ ^ 

,,., ve .hat was Sf enabling or 

i;S\}?rn;f-r„fe fi nH..wiU,i n .he 

„,r;ming of §112. 

1371 Fraud must be shown b^ cUar and 

•,:Td in 77 n 9 S W^KfQ 532, 546-47 
,(TCPA 1970). ., of lhe one making the 
The state of m«ndonjJ o . 
representauons.sprobaWyt idered in 

tant of the elements to oe , . . 

determining the existence ol 
Good faith and subjecuve n'e 



j- :« rorWIess disregard of facts 
mem was made in reckless ois s 
from which an intent to oelrauo m > 

inf Tne d dis.rict court's finding in 1982 that the 

some time in 1969 at a rate 

per second, d - S h " 0, fa e c r in ,, h 9 75 nor does it 
was aware of , h «t «n . ^ 
make untrue his staiemem stretch 

ed ^/ ha d t Sres^dticf'cUn-s find- 
employed. Nor ooes mc menl ,hat 

T "fof su Kh?ng was neither measured 
the rate of sue cnmg before his 

nor controlled in the Uore sn y 
invention of the claimed process as a 

N'nr does the evidence of isolated .ate 
Nor ooes , contention that Dr. 

ments support Garlock s co a 

Core attempted to con ««« ,he f^V which 
physical Phenomenon al «xu«d . q% 
stretching at a rate : greaie 



inine the existence ol lrau °- . stretching at a raie g.«»- ; , 

„ made controll.ng. Unde ^ n Go« lha , sa mples broke, 

cumstances, the w« making n examp ; J .. : _,. or „,rf 

pled with proo hat the P-J^ l0 



,oupledw,,h P roO . r - ^ h „ 

had knowledge of its a s y ^ 

warrant drawing ; the : nftr . £ 
was a fraudulent •mem. 

policy demands a comp'e ^ 

disclosure it may sufl i « lionl were 

more than that the ^'^P res neg ii g ence 

made in an alphas sCoriginaT). 
as l0 their truth. [ empM usp 

VIS on the PTO, 58 

IPOS 271 (1976). representa- 
Garlock alleges fraud." r rep ^ ^ 

,,0nS lha K,n r foi plr second w^as novel and 
..reaier than 10% per s hcnomen on. The 
that it produces » R h W d " nce insufficient 
district court found the e w 
, „ establish ih«G«hrf a.-^ ^ 

defraud the P lu ft ?.; n _ Accordingly, we 

turning that find ng- Ac ^ 
;igree with the dt sine cou ng 
failed to sustain ^s heavy ^ 

£i h f"m n ^rh V frau n d 6 u.ent intern can be 

'"Sfock points to 'Jtfgfa^' 
Gore affidavit filed m the PTO ha 

captioned P alent .T& TF E products by W. 
duaion of expanded Vlti P i ^ 

L. Gore & Associates Inc., ^ 
s,re.ching was neither ^measu ^ 
.rolled and to my knowledge ^ § 

^Sffabtr S Per second, (em- 
phasis in original) ^ ^ n0 
Je 0 nce n of l r S eco°rd establishes thai that state- 



ruptured, or disintegrated. 

(3) Attorney's Fees 



The district court did not abuse its discre- 
tion in denying Garlock its reque>. for a.tor 
ney fees. 

Infringement 

I1B1 Where, as here, an appellate court 
13H] vvnerc, .-aliditv .and remand is 

reverses a holding of inval d«>, 
ordered for trial of the lac ua ^ 
fringement, an in effic em us e o. ^ ^ 

□e for the district court to d« xitj* 
validhy and infnngemen s ^es whe 

y.SSii «f Ind tpositiorf of the enure 
invention was or was not cop bslilu , e d 

sett ^ 
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our deciding it now, Wiih reluctance in view 
of the length and bitter nature of the present 
litigation, we decline the suggestion. In so 
doing, we imply nothing of our view on the 
issue. Nor do we intend any implication that 
the district court could not itself determine the 
infringement issue on the present record. In- 
fringement of particular claims of two patents 
was^assened. None of those claims has been 
finally held invalid. Assuming their continued 
assertion, infringement must be decided with 
respect to each asserted claim as a separate 
entity. Altoona, supra, 294 U.S. at 487. 
Those factual determinations should be made 
in the first instance by the district court. 

Decision 

The holdings of invalidity of claim 1 of the 
'566 patent under §102(a) and of claim 17 of 
the '566 patent under §103. the determina- 
tion thai Gore did not commit fraud on the 
PTO, and the denial of attorney fees, are 
affirmed; the holdings that all claims of the 
'566 patent are invalid under §1 02(b), that 
claims 3 and 19 of the '566 patent are invalid 
under §103, and that all claims of the '566 
patent are invalid under §112. are reversed. 
The holdings that claims 1. 9, 12, 14, 18, 35, 
36, 43, 67, and 77 of the '390 patent are 
invalid under §§102 and 103, and that all 
claims of the '390 patent are invalid under 
§112, are reversed. The case is remanded for 
determination of the infringement issue. 

Affirmed in part, reversed in part, end 
remanded. 

Appendix 

Claims of the '566 patent discussed at trial: 

1. A process for the production of a 
porous article of manufacture of a polymer 
of tetrafluoroethylenc which process com- 
prises expanding a shaped article consisting 
essentially of highly crystalline poly (tetra- 
fluoroethylenc) made by a paste-forming 
extrusion technique, after removal of lubri- 
cant, by stretching said unsintered shaped 
article at a rate exceeding about 10% per 
second and maintaining said shaped article 
at a temperature between about 35 C C. and 
the crystalline melt point of said tetrafluor- 
oethylenc polymer during said stretching. 

3. The process of claim 1 in which the 
rate of stretch is about 100% per second. 

17. The process of claim 1 in which the 
shaped article is expanded such that its 
final length in the direction of expansion is 
greater than about twice the original 
length. 



19. The process of claim 17 in which 
said final length is greater than about five 
times the original length. 
Claims of the '390 patent discussed at trial: 

1. A porous material consisting essential- 
ly of highly crystalline polytetrafluoroethy- 
lene polymer, which material has a micros- 
tructure characterized by nodes 
interconnected by* fibrils and has a matrix 
tensile strength in at least one direction 
above about 73,00 psi. 

9. A porous material consisting essential- 
ly of poly tetrafluoroethylenc polymer, 
which material has a microstructure char- 
acterized by nodes interconnected by fibrils 
and has a matrix tensile strength in at least 
one direction above 9290 psi, which mate- 
rial has been heated to a temperature above 
the crystalline melt point of said polymer 
and has a crystallinity below about 95%. 

12. A porous material in accordance 
with claim 9 which is in the form of a 
shaped article. 

14. A product in accordance with claim 
12 which is in the form of a film. 

18. A product in accordance with claim 
12 which is in the form of continuous 
filaments. 

35. A laminated structure comprising (a) 
a first shaped article formed of a porous 
material made of a tetrafluoroethylenc 
polymer, which material has a microstruc- 
ture characterized by nodes interconnected 
by fibrils and has a matrix tensile strength 
in at least one direction above about 7,300 
psi, and (b) a second shaped article bonded 
to said first shaped article. 

36. The structure of claim 35 in which 
said first shaped article is formed of a 
porous material which has a matrix tensile 
strength in at least one direction of at least 
9290 psi, and has a crystallinity below 
about 95%. 

43. A porous material made of a tetra- 
fluoroethylenc polymer, which material has 
a microstructure characterized by nodes 
interconnected by fibrils, which material 
(a) has a matrix tensile strength in at least 
one direction above about 9290 psi, (b) has 
been heated to a temperature above 327° 
C. and has a crystallinity below about 95%, 
and (c) has a dielectric constant of 1.2-1.8. 

67. An impregnated structure 
comprising 

(a) a shaped article formed of a porous 
material made of a tetrafluoroethylenc 
polymer which material has a micro- 
structure characterized by nodes inter- 
connected by fibrils and a matrix tensile 
strength in at least one direction above 
about 9290 psi, and 
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^Cb^^lVmcr ^impregnated within -the 
r:-v ^^Lv -J; « ;>« i fti- «r rl a J m 35 'i h which 



^iM^Phc stfu^ 



result Tropin and} dissenting in B^g>4i.g, 
pa«-?nV(4).3ack of-fraud on .jhe^atfnt and 



vali d>t v oi„cia ims. j, aim, i j x*&!Xj*®&sr :. •» r: 
"Y;The process ihvention\embpdie_d:!n:c!a.im 
t of the '566 patent "was known^i-hrpugh use 
-of:'the^Oi":mach\ne jri the ,CM*o?^$» 

ert' GSre, the^inveniorl.pf i?^b 5& :l|6?. As 
such, the claimed inVentipn„wasjnvahd on at 
lean three-grounds: -was. a;h)i.c.pated and 
ther"efore would have been obvious (und^r 35 
U S-G; - §103) ^1, the time, pf { &feclaimed 
i nvc nt ion t e; -(i i), : t b< ; in vent • on wjs in 
-£>®ti$*&V by. the Gore :shoR. r ;(under;,35 

.tKc**ltent application #e., J5rw<w .MjgHa 
VnljtewMkn'ownno and. use^ 'bv others 

Ih^aimed indention ; da.e,of, Oc^er f 1S69, 
Iea^invVntion ; wasus^^:W.lb^t;Gpre 

another's tn the Gpreihop before.the Octo- 

.ber datcj^i; 



ptFErar - aw rate .above - 1.0% ; jw; jmm* 

m'yimTon nb;earljer, than .Octpbe^6?. ? (and 
wt'ha'Veitn*; right . m tajffchjm^S. word), 
Kihe^bis'fed PV^h^stna Court 
plalnlyjhp^that the.Go^Pp ,was injact 



"i • ^ ■- 



I taWs^Tcfefence to the sign.ncance ; oTthe raw. of 

*- "stretcher ? > : V.-V/ T ' - " • " -VV-'- ' u 
:^«ii*.A«fe-ft«fi. : the bases I discuss, J fo not reach 

i^ifetflHe^fd 

*S felore? the' 1 VT& Robert Gorr;cpnccdc5i/ Ve- 



^The r P^ 401 
ntiehihVtnt dis'tarSse bet wee;n ;trie stretch roll- 
ers Control? the-ratc, .of- Stretch; shorter 
distance results in a'-KigKer raft of stretch; for 
the process described jfr the^?.. ^patent to be 
practiced with a : rale'6f'stVetch:6"e/oiz; : l 0% per 
second;nKe distance. between ttefstreich; roll^ 
ers wbuld^have to ;be"greater3an five; feet; if 
the; distance's ilessi thanvfouVfeet^hevrate' of 
stretch is* greater ;t han:yj 0% •pej-.lecohdr the 
machine drawings -used:. to construct^ 
machine: indicate . .that ;-rhe distance : between 
tKe streich^ollersi^as eight Tnc hes; a. Gore 
employee testified thau l4 l-'am.'reasonably.sure 
thar. no : effective "[stretcher .rolls in .question 
would :ha.ve".been?m6re:rhan:three /ee't simply 
because of the nature and size of the equip- 
ment" and-:tha^-he.dirf--nbL-remember any 

«"*■■* i '" r I 



the pollers . was . .^.maximum . .ui .- i o 
(gmph^'a^edl^^ 
the sarhe 'emplg^eeVCaKl^ IP, 
i 9j5'9^rVgbAsVA>l ^St.,streich V^m was J 
intfies; theJQlj rn^HinCT.was; tl£orty^rretchr 
ine : machine Usedljy the Gore. ciompanyL and 
the 4b^TSachine ? was never [.substantially 
cKangecf beWre' Octoto .1 969:0U Ms jMs 
up to the'fact that^e^i^c^ 
relevant'tirnes operated; wi<}?^^S^j5»? 

machTne;was so operated before ^October 1969 

ma^l'e^ffic 40 f machine >ere;.;jpr^ 
August 1969). ; ■: 

^■l£can accept Robert. Gore's afndavit (to the 
^TO) -that:: there . was no " stretching in the 
Gore shdf)~at a "rate exceeding about 10% per 
second prior tb "my invention disclosed- in.;the 
captioned patent. a pplicatipn"i<e.mphasis add : 
ed) only ; because .lhat declaration t - f wasyex- 
pressly qualified b^the^ 
edge- temphasis .added)? iThe District .Court 
specifically, found: : np r specific intent J>y Robert 
Gore...^ 

::>The Gores. ^Robert and. Wijbcrt^itesiified^at 
iriartKat lEiSiiA^^^^ ^J 10 

'MSaffAJRW dia^cfie iKe' opposing cn^ce) 
cfedifeirtKe^oTes^s^ . 



1 :/■*> 

3 



"to this' as "critical" 4o^^inv^npn^as;«j 

^^MiK"drMcf-^ft1w» ihat October '1969 
^s'lhe^arliest date Robert Gorr^sserts for his 
conception of the invention in Ihe 566 patent:— 



crcanca mc uwta iw«iim«h 7 . ... 
: The factor ^f- 'the rate of 'stretching : was ;Of 
direct interest to" the examiner dunng.:the ^rbsecur 
tion of the [566 patent. In response je : thc examin- 
er's express request for a declaration that the Gort 
firm's production -of. stretcKed PTFE tape, prior to 
Robert Gore's invention; asserted here, did not in- 
volve" stretching of urisintered PTFE-at ^rate 
exceedine about. 10% per second, Robert..Gp^ filed 
SSvii Wsjeci^ 
"my XnoBfe^T 9 rempha'sis added) 'ffir^macjuw 
tjidVorTrivpfve stretchlhg at a rate exceeding about 
10% per Second. ^ ——/■-• 




I: r 

i 



'St prd^S^^W- 
*2-itMi* of" Personal oh'wH defraud -does 

V^W|s%'„y"^ 40J ffiacBThe wasvnot 
'-realized A or :0P». . Vf R;- • -Li,- 1 969 



rxreo on-.he view that Robert Core <fid -m* 
£ad made his invention p«vi<»u«5* 



220;USP^ 

- ! J L . .■— . - - L 

Robert: Gore as^n ^ r& | 

pajent •#n40iiSn g i he 401 machine beferg 

ihe 915 P"«en< an<J t he other empl.pyjEe|L 
are others » ho; claimed .tgdbeg 



1.4 ! J 9 of the !565 patenrWje^a^l 

a J!? ^K£ e feaenTpin^cia^ 



-m-Ar? the 913 patenliAif.EV e .9-«V^^'A-^." 
u v n ucr.il.n.£| n^ff!fpi"?« >■■{;, Core c ij1}- 

That Was prior an,at,l(;Esi ?s^5^? . 



art of 5*.?MvSz- a \Sfi'--Si 'an would TriaSjk 
r.ary P er :°" •rAn'ir only to improve.;;fhr 




!„,;„• United Statess 348;JF.2d 94.9, V5Z, i«° 




produce pasi* 



4&*>8* ^LvWof W the applicant (oi^atwit 

iiP^ l ^ : 1 ^ • - 

ph M? 5 J undi^puied that it was.Wilbert 
,:.Vrt3t is U " G - H ^ W.ihe-401 machine* ,anfl- 
dialed, the-projsfto1«,',^..^« wj^g|t 

wdtiauq?*- f nb iht issue of annqp.atiotf 

ticket to ibe 40i>achine.-.,. ; ,,r.; -o no^aa 
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ihc prior Markwood, Nash, and Scarlett pat- 
ents (teaching extensive 
of non-PTFE thermoplastics) the suggestion 
ihat the method of the 401 machine could also 
be used for comparable rapid and extensive 
stretching of PTFE. • ■ 

6. In sum, 1 cannot escape the conclusion 
that-although there was no fraud proved-if 
ihe true facts as to the 401 machine had been 
made known to the PTO (as it requested) the 
involved claims of the '566 patent should (and 
probably would) not have been accepted. 
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COPYRIGHTS 

1. In general (§24.01) 

Copyright Act sets out test for preemption 
of state statutory or common law that may 
conflict with federal policies embodied in Act. 

2. Matter copyrightable — Classes in stat- 

ute (§24.303) 
Work of authorship in which rights are 
claimed must fall within "subject matter of 
copyright" as defined in Copyright Act Sec- 
tions 102 and 103; Act embraces "works of 
authorship," including "literary works, as 
within its subject matter. 

3. Matter copyrightable — In general 

(§24.301) 

Fact that portions of memoirs may consist 
of uncopyrightable material does not take 
work as whole outside subject matter protect- 
ed by Copyright Act; were this not so states 
would be free to expand perimeters of copy- 
right protection to their own liking, on theory 
ihat preemption would be no bar to state 
proiection of material not meeting federal 
Statutory standards; that interpretation would 
run directly afoul of one of Act s central 
purposes, to avoid development of any vague 
borderline areas between state and federal 
protection. 

4. In general (§24.01) 

Copyright Act requires that state law cre- 
..ie legal or equitable rights that are equiv- 



alent to any of exclusive rights within general 
scope of copyright as specified in Section 106 
if it is to be preempted; these include rights to 
reproduce copyrighted work in copies, and to 
prepare derivative works based upon copy- 
righted work; when right defined by state law 
may be abridged by act that, in and of itself, 
would infringe one of exclusive rights, state 
law in question must be deemed preempied; 
conversely, when state law violation is predi- 
cated upon act incorporating elements beyond 
mere reproduction or the like, rights involved 
are not equivalent, and preemption will not 
occur. 

5. Rights embraced in copyright (§24.50) 

There is no qualitative difference between 
right of author and his licensed publishers to 
exercise and enjoy benefit of pre- book publi- 
cation serialization rights, and exclusive right 
under Copyright Act of preparing derivative 
works based on copyrighted work; enjoyment 
of benefits from derivative use is so intimately 
bound up with right itself it could not possi- 
bly be deemed separate element. 

6. In general (§24.01) 

Fact that plaintiffs pleaded additional ele- 
ments of awareness and intentional interfer- 
ence, not pan of copyright infringement 
claim, in support of state law claim, goes 
merely to scope of right; it does not establish 
qualitatively different conduct on part of in- 
fringing party, nor fundamental non-equiv- 
alence between state and federal rights 
implicated. 

7. Matter copyrightable — In general 

(§24.301) 

Copyright Act protects only original works 
of authors; it grants rights not in ideas or 
facts, but in expression; one reasonable inter- 
pretation of word "discovery" in statute is 
"fact"; for example, historian who learns in 
his research that certain event has occurred 
has discovered fact; copyright does not pre- 
clude others from using ideas or information 
revealed by author's work; Act is thus able to 
protect authors without impeding public's ac- 
cess to information that gives meaning to our 
society's highly valued freedom of expression; 
neither news events, historical facts, nor facts 
of biographical nature are deserving of Act's 
protection; listing of names, nouns, or. infor- 
mation is indisputably copyrightable as com- 
pilation, but preexisting facts contained in 
those lists, are not protected. 

8. Matter copyrightable — In general 

(§24.301) 

Distinction between fact and expression is 
not always easy to draw; author's originality 
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